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Nair shows that element 48 is actually a printed circuit board, and not a semiconductor support 
substrate. See Nair, Col. 8, lines 3, 6, 27, 46, etc. Since Nair does not disclose "[a]n integrated 
circuit with a micromechanical element comprising a semiconductor support substrate" as 
claimed by the Applicants, independent claim 1 (and dependent claims 2-7) should be allowable 
over this reference. 

The assertion is also made that Nair's element 70 is a sensor element as claimed in claim 
7. However, it is respectfully noted that claim 7 includes sensor elements "selected from the 
group consisting of strain gauges, thermal gauges, radiation gauges, and chemically responsive 
gauges." Nair describes element 70 as "screened carbon keypad electrical contacts" (see Nair, 
Col. 9, lines 10 and 47). Since Nair does not disclose a sensor element "selected from the group 
consisting of strain gauges, thermal gauges, radiation gauges, and chemically responsive gauges" 
as claimed by the Applicants, claim 7 should also be allowable over this reference. The 
Applicants therefore respectfully request reconsideration and withdrawal of this rejection under 
35 USC § 102. 

§103 Rejection of the Claims 

Claims 2-6 were rejected under 35 USC § 103(a) as being unpatentable over Nair in view 
of Ogihara et al. (US 6,222,208 Bl, hereinafter "Ogihara"). Because & prima facie case of 
obviousness has not been established, the Applicants respectfully traverse this rejection. 

The Examiner has the burden under 35 U.S.C. § 103 to establish a prima facie case of 

obviousness. In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d (BNA) 1596, 1598 (Fed. Cir. 1988) 

The M.P.E.P. contains explicit direction to the Examiner that agrees with the In re Fine court: 

In order for the Examiner to establish a prima facie case of obviousness, three 
base criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the 
prior art and not based on applicant's disclosure. M.P.E.P. § 2142 (citing In re 
Vaeck 947 F.2d 488, 20 U.S.P.Q.2d (BNA) 1438 (Fed. Cir. 1991)). 
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W hi,e i, is no, necessary that the ci.ed references or prior .r, specify,,, sugges, making 
,he coronation, .here mus, be some ,e,ch,»g somewhere wh.ch provides ,he suggestion or 
motivation ,o c„ m b,„e P-ior an t.achmgs and applies ,ha. combtnation ,» so.ve .he same o 
1 ,„ probtem whtch ,he Ca.med mveti.ion addresses. One of ord.n.r, ski,, » *. « «... b. 
presumed ,o ... of any snch .eachmg. (See, e g, „ r^e, S3. ^ >' »• 
U S P Q 2d (BNA) ,500, .502 (Fed. Or. .«.) and /» « «»* 599 F.2d ,032, ,037, 202 
U s P Q (BNA, ,7,. ,74 (C.C.P.A. ,979,,. The reoutremen, of a suggestion 
combine references ,n case of obv.ousness ,s emphas.zed ,n .he Fe era C„cu„ 

pp.mon, * „ W SW U.. 277 ,3d ,338; „, U.S.P.Q,* ,430 (Fed. C„. 2002,, wh.ch 
,„d,ca,es .ha. .he motivation must be supported by evidence in .he record 

F, r s, .here ,s no motivation ,o combine .he references because Na.r .eaches away from 
c„ m bina,ion w.d, Ogthara. As no.ed ■„ N* » * - objec, of .he invention -» provide an 
improved ,o„ cos. card ,ra„sae,io„ ..rminT. Na.r, Co,. 6, ,ines ,9-20. Far. er »»„ rec.es 
,h„ ,he cos, of ..rmi„a,s is defined by "severa, major factors" inCuding the ,eve, of 
f u „c.,o„a,i,y and ,he cos, of parts themseWes. See Nair, Co,. 3, hnes 8-,9. Nat, anemp.s ,o 
provide ex.reme,, ,ow cos, au.honzation .ermina," See N a„, Co, 2 
Substituting .he expens.ve and comp.ica.ed d.spl.y (e.g., hav.ng ,200 dp, reso,„.,o„) 
for ,he inexpensive LCD dispiay of Nai, destroys the purpose of Hair's ,nve„.,on. 

The (est for obviousness under § 103 mus, take in.o consideration the invention as a 
whole; , ha, is, one mus, oons.der the particuta, problem solved by ,be combinat of tdemen.s 
,ha, define the inv.nt.on. ,n, m onr.ec Hurt* Corp. , Feil, 774 F.2d „ 32, ,43, 2 7 
USPQ <BNA>543,55, (Fed. Cir. ,985). References mus, be considered in , be,, en,„.,y, 
,„c,ud,„g pans ,ba„each away from, be Cairns. See § MPEP 2,4,.02. If.propos.d 
m„d,f,ca,,o„ woold render the pHo, art ,„ve„,,on be.ng moditied a„sa„sfac,„ry for s m.ended 
purpose, then there ,s no suggestion or motivation to make .be proposed tnvention. ,n re 
Gordon, 221 USPQ 1 125 (Fed. Cir. 1984), and M.P.E.P. § 2143.01. 

Second, such acombtnat.on gives no reasonab,. expec.ation of success. Ogthara 
expresses no need for combination wrth Na„, and therefore, such a confutation 
satisfy ,he expressed needs of Ogih.ra. A,so. as mentioned prev,„us,y, substituting the 
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expensive display of Ogihara for the inexpensive LCD display of Nair serves to increase the cost 
of Nair, which is at cross-purposes with the expressed needs of Nair. 

Finally, neither reference discloses a "[a]n integrated circuit with a micromechamcal 
element comprising a semiconductor support substrate supporting a sensor element" as claimed 
by the Applicants in independent claim 1, and in dependent claims 2-7. Thus, a combination of 
Nair and Ogihara will not serve to supply this missing element. 

Therefore, since there is no motivation to combine the references, since there is no 
reasonable expectation of success if the references are combined, and since such a combination 
does not teach all of the claimed elements, a prima facie case of obviousness has not been 
established and claims 2-6 should be allowable over the combination of Nair and Ogihara. Thus, 
the Applicants respectfully request reconsideration and withdrawal of this rejection under 35 
USC § 103. 
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CONCLUSION 

The Applicants respectfully submit that the claims are in condition for allowance and 
notification to that effect is earnestly requested. The Examiner is invited to telephone the 
Applicants' undersigned attorney (direct: 210-308-5677) to facilitate prosecution of this 
application. If necessary, please charge any additional fees or credit overpayment to Deposit 
Account No. 50-0439. 

Respectfully submitted, 
MICHAEL R. FLANNERY ET AL. 
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